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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Letters Patent of: Docket No.: PF1 15P4C1D1 

Kreider et al. 

Patent No.: 6,815,420 

Issued: November 9, 2004 

For: Methods of Using Chemokine Beta-6 



REQUEST FOR RECONSIDERATION OF PATENT TERM ADJUSTMENT 

UNDER 37 C.F.R. § 1.705(d) 

MS Petition 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

Patentees hereby request reconsideration of the patent term adjustment (PTA) 
indicated on the face of U.S. Patent No. 6,815,420 B2 (the '420 Patent), and in the PAIR 
data for this patent. In particular, both the patent document and PAIR indicate 0 days of 
patent term adjustment, but Patentees are due at least 78 days, and as much as 149 days, of 
PTA as described more fully below. 

This request is being timely filed under 37 C.F.R. § 1.705(d), as it is being 
submitted less than two months after the issue date (November 9, 2004). The 
requirements of 37 C.F.R. § 1.705(b)(1) are satisfied by the Fee Transmittal Sheet 
enclosed herewith, authorizing payment of the fee set forth in 37 C.F.R. 1.18(e). The 
requirements of 37 C.F.R. § 1.705(b)(2) are satisfied by the following statements, as 
supplemented by the attached Exhibits. 



Eligibility for PTA 

1 . The application that matured into the instant patent (the '967 Application) was 
filed on January 25, 2002, and was thus eligible for patent term adjustment under 
35U.S.C. § 154. 

12/23/2004 SFELEKE2 00000208 083425 6815420 

01 FC:1455 200.00 DA 



Correct PTA, Basis Therefore, and Relevant Dates 

2. The issue fee for the '967 Application was paid on February 13, 2004. Although 
the Office later issued a new requirement as discussed below, all outstanding 
requirements had been satisfied at the time the issue fee was paid. The Office 
failed to issue the '420 Patent within the four month time frame allowed under 35 
U.S.C. § 154(b)(l)(A)(iv) and 37 C.F.R. § 1.702(a)(4). Instead, the '420 Patent 
issued on November 9, 2004. The Patent Term Adjustment History screen of the 
PAIR system (attached as Exhibit A) properly indicates a PTO delay for a period of 
149 days for this period. Thus, Patentees are entitled to a patent term adjustment 
of 149 days due to the Patent Office's delay, subject to any reductions. The PAIR 
system shows two reductions of PTA, discussed in more detail below. Patentees 
respectfully submit that these reductions have been made erroneously. 

3. The issue fee for the '967 Application was paid on February 13, 2004 by the hand 
delivery of an executed Form PTOL-85 (Fee(s) Transmittal), a proper Fee 
Transmittal (Form PTO/SB/17), and a transmittal letter. Copies of these 
documents, and of the date-stamped return receipt card indicating the receipt 
thereof by the PTO on February 13, 2004, are attached as Exhibit B. 

4. On April 29, 2004, the Office mailed a "Notice of Drawing Inconsistency with 
Specification." The Notice indicated that Figures 1 1C-D were contained in the 
drawings, but not listed in the Brief Description of the Drawings in the 
specification. A one-month period for reply was set. 

5. On May 27, 2004, Patentees responded to the Notice by filing an amendment to the 
description of Figure 1 1 . This amendment made pursuant to the procedure set 
forth in 1280 O.G. 918 (March 23, 2004), and was not an amendment under 37 
C.F.R. § 1.312. Accordingly, the PAIR entry for this filing describing it as an 
"Amendment after Notice of Allowance (Rule 312)" is incorrect. 

6. On August 5, 2004, the Office mailed a response indicating that the amendment 
made on May 27, 2004 was accepted. This response erroneously stated that it was 
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a "Response to Rule 312 Communication;" the response was entered under this 
name in the PAIR records. 

7. The '420 Patent issued on November 9, 2004. 

Summary of Relevant Dates 



Issue Fee Payment 


February 13, 2004 


Notice of Drawing Inconsistency 


April 29, 2004 


Response to Notice (Amendment) 


May 27, 2004 


Office Response 


August 5, 2004 


Issue Date 


November 9, 2004 



Terminal Disclaimer 

8. The instant application is not subject to a terminal disclaimer. 

Efforts to Conclude Processing or Examination 

9. As noted above, the PAIR records indicate two reductions in PTA for this patent, 
presumably due to alleged failures to engage in reasonable efforts to conclude 
prosecution of the application. 

10. The first reduction, for 104 days, is shown between entries for "Miscellaneous 
Incoming Letter 5 ' (February 13, 2004) and "Amendment after Notice of Allowance 
(Rule 312)" (May 27, 2004). However, no paper other than those attached as 
Exhibit B was filed on February 13, 2004. According to M.P.E.P. § 2732, the 
filing of Form PTOL-85 is not a failure to engage in reasonable efforts to conclude 
prosecution. Patentees respectfully submit that the inclusion of a transmittal letter 
and Form PTO/SB/17 with Form PTOL-85 cannot constitute "a failure to engage" 
under 37 C.F.R. § 1.704(c)(10), as these documents are merely ancillary to the 
submission of Form PTOL-85. Moreover, Patentees note that this cannot be the 
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Office's intention, as it would result in PTA reductions for a routine paper filed in 
many, if not most, applications. Nor are such reductions routinely made by the 
Office, based on a review of the PTA data for several other issued patents. Thus, 
Patentees respectfully request that the 104 day reduction in PTA due to papers sent 
February 13, 2004 be reconsidered and withdrawn. 

11. The second reduction, for 71 days, is shown for the "Amendment after Notice of 
Allowance (Rule 312)" entry made on May 27, 2004; although the PAIR data does 
not indicate the stop point of this period, it appears to be the "Mail Response to 
312 Amendment (PTO-271)" entry (August 5, 2004). As discussed in paragraph 5 
above, the May 27, 2004 filing was an amendment made in response to the Notice 
of Drawing Inconsistency. 

12. The paper filed on May 27, 2004 should not be considered a "failure to engage" for 
at least two reasons. First, this paper was filed in response to a requirement of the 
Office made on April 29, 2004, and the response was filed within three months. 
Thus, under 37 C.F.R. § 1.704(b), no PTA reduction should be made for this filing. 
Second, the paper was not a "312 Amendment", but instead was filed pursuant to 
the procedure set forth in 1280 O.G. 918 (March 23, 2004). Moreover, even 
though this paper was filed after a notice of allowance was mailed, it was not 
required by the Office until April 29, 2004. Thus, no PTA reduction under 37 
C.F.R. § 1.704(c)(10) should be made as a result of this filing. 

13. Other than the circumstances described above, there have been no circumstances 
that could reasonably be construed as a failure to engage in reasonable efforts to 
conclude processing or examination of this application. 

14. Presuming that both of the above-described reductions currently shown in PAIR 
were improperly made, the correct PTA should be 149 days. 

15. If the Office holds that the paper filed on May 27, 2004 constituted a "failure to 
engage," then 71 days of PTA reduction would be applied (from May 27, 2004 to 
August 5, 2004) under 37 C.F.R. § 1.704(c)(10), yielding a total PTA of 78 days. 
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CONCLUSION 

Patentees respectfully request that the PTA for the instant application be 
reconsidered in light of the facts and circumstances described above. In particular, 
Patentees maintain that the instant application is entitled to at least 78 days, and as much 
as 149 days, of PTA. 

If any further information is required, please contact the undersigned at the number 
listed below. Please charge any additional fees due in connection with the filing of this 
paper, or credit any overpayment, to Deposit Account No. 08-3425. 

Dated: December 21, 2004 Respectfully submitted, 

By Vail} .. 

Mark J. HyMan 

Registration No.: 46,789 
HUMAN GENOME SCIENCES, INC. 
Intellectual Property Dept. 
14200 Shady Grove Road 
Rockville, Maryland 20850 
(240)314-1224 

MJH/ZS/mr 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
Kreider et al. 

Application No.: 10/054,967 

Filed: January 25, 2002 

For: Methods of Using Chemokine Beta-6 



Allowed: November 17, 2003 
Confirmation No.: 9197 
Art Unit: 1646 
Examiner: E. Kemmerer 



ISSUE FEE TRANSMITTAL LETTER 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

In response to the Notice Of Allowance and Issue Fee Due and Notice of Allowability 
mailed November 17, 2003; Applicants submit herewith: 1) an Issue Fee Transmittal (Form 
PTOL-85) with appropriate fees noted (including $1330.00 Issue Fee, $300.00 publication fee, 
and $12.00 fee for advance order of 4 copies of the issued patent), and 2) a Fee Transmittal with 
appropriate fees noted for entry in the above-captioned application. 

Applicants note that the Examiner's amendment, mailed November 17, 2003, as part of 
Paper No.:2003 1114, contains an error in the the replacement paragraph for the first paragraph 
of the specification. Instead of reading, " — This application is a divisional of U.S. Application 
09/419,281, filed October 15, 1999, no U.S. Patent No. 6,379,926, which is a divisional...," the 
replacement paragraph should read, " — This application is a divisional of U.S. Application 
09/419,281, filed October 15, 1999, now U.S. Patent No. 6,379,926, which is a divisional...." 



Application No.: 10/054,967 



Docket No.: PF115P4C1D1 



No additional fee is believed necessary with the submission of this paper. In the event 
that an additional fee is deemed necessary in connection with this submission, please charge the 
required fee to Deposit Account No. 08-3425. 



Dated: l^ZpOj 



Respectfully submitted, 



By. 



Mark J. t yman 

Registration No.: 46,789 
HUMAN GENOME SCIENCES, INC. 
14200 Shady Grove Road 
Rockville, Maryland 20850 
(240)314-1224 
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PART B - FEE(S) TRANSMITTAL 



Complete and send this form, together with applicable fee(s), to: Mail 



or Fax 



Mail Stop ISSUE FEE 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
(703) 746-4000 



INSTRUCTIONS: This form should 
appropriate. All further correspondence 
indicated unless corrected below or directed 
maintenance fee notifications. 



Blocks 1 through 4 should be completed where 
mdence address as 
ADDRESS" for 



. CURRENT CORRESPONDENCE ADDRESS (Note: Legibly ma* -up with iny correction, or use Block I) 



22195 



7590 



1 1/17/2003 



HUMAN GENOME SCIENCES INC 
9410 KEY WEST AVENUE 
ROCKVILLE, MD 20850 



Note: A certificate of mailing can only be used for domestic mailings of the 
Fee(s) Transmittal. This certificate cannot be used for any other accompanying 
papers. Each additional paper, such as an assignment or formal drawing, must 
have its own certificate of mailing or transmission. 

Certificate of Mailing or Transmission 

I hereby certify that this Fee(s) Transmittal is being deposited with the United 
States Postal Service with sufficient postage for first class mail in an envelope 
addressed to the Mail Stop ISSUE FEE address above, or being facsimile 
transmitted to the USPTO, on the date indicated below. 



(Depositor's n 



(Signature) 



(Due) 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



I ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/054,967 01/25/2002 
TITLE OF fNVENTION: METHODS OF USING CHEMOKJNE B-6 



Brent L. Kxeider 



1488.034000B 



9197 



APPLN. TYPE 



SMALL ENTITY 



ISSUE FEE | PUBLICATION FEE | TOTAL FEE(S) DUE | DATE DUE 



nonpro visional 



NO 



S1330 



$300 



SI 630 



02/17/2004 



EXAMINER 



ART UNIT 



I 



CLASS-SUBCLASS 



KEMMERER, ELIZABETH 



1646 



514-012000 



I. Change of correspondence address or indication of "Fee Address" (37 
CFR 1.363). 

□ Change of correspondence address (or Change of Correspondence 
Address form PTO/SB/122) attached. 

□ "Fee Address" indication (or "Fee Address" Indication form 
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 
Number is required. 



2. For printing on the patent front page, list (I) the 
names of up to 3 registered patent attorneys or 
agents OR, alternatively, (2) the name of a single 
firm (having as a member a registered attorney or 
agent) and the names of up to 2 registered patent 
attorneys or agents. If no name is listed, no name 
will be printed. 



HUMAN GENOME SCIENCES, I 



3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type) 

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent Inclusion of assignee data is only appropriate when an assignment has 
been previously submitted to the LlSPTO or is being submitted under separate cover. Completion of this form is NOT a substitute for filing an assignment 
(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY) 



HUMAN GENOME SCIENCES , INC, 



ROCKVILLE, MD 



Please check the appropriate assignee category or categories (will not be printed on the patent); □ individual g corporation or other private group entity Q government 



4a. The following fee(s) are enclosed: 
£ Issue Fee 
B Publication Fee 
X) Advance Order - # of Copies 



4 



4b. Payment of Fee(s): 

Q A check in the amount of the fee(s) is enclosed. 

□ Payment by credit card. Form PTO-2038 is attached. 



3D The Director is hereby , 
Deposit Account Number J 



charge the required fee(s), or credit any overpayment, to 
(enclose an extra copy of this form). 



Director for Patents is requested to apply the Issue Fee and Publication Fee (if any) or to re-apply any previously paid issue fee to the application identified above. 



(Authorized Signature) Mark J • 

Reg. No. 46,789 yj 



Hyman 



(Date) 



w± 



NOTE; The Issue Fee and Publication FecT(irrequired) will not be accepted from anyone 
other than the applicant; a registered attorney or agent; or the assignee or other party in 
interest as shown by the records of the United States Patent and Trademark Office. 



This collection of information is reouired by 37 CFR 1.31 1. The information is required to 
obtain or retain a benefit by the public which is to file (and by the USPTO to process) an 
application. Confidentiality is governed by 35 U.S.C. 1 22 and 37 CFR 1.14. TTus collection is 
estimated to take 12 minutes to complete, including gathering, preparing, and submitting the 
completed application form to the USPTO. Time will vary depending upon the individual 
case. Any comments on the amount of time you require to complete mis form and/or 
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. 
Patent and Trademark Office, U.S. Department of Commerce, Alexandria, Virginia 
22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. 
SEND TO: Commissioner for Patents, Alexandria, Virginia 223 13-1450. 

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a 
collection of information unless it displays a valid OMB control number. 



PTOL-85 (Rev. 10/03) Approved for use through 04/3072004. 



TRANSMIT THIS FORM WITH FEE(S) 

OMB 065 1 -0033 U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 



